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PBI PERFORMANCE PRODUCTS, |INC. ClVIL ACTION
. :
NORFAB CORPORATI ON : NO. 05-4836
MEMORANDUM
Bartle, C. J. August 29, 2007

Plaintiff PBlI Performnce Products, Inc. ("PBl"), a
devel oper of flanme and thernmal resistant fibers, has sued
def endant Nor Fab Corporation ("NorFab") for: (1) infringenent of
its Patent No. 6,624,096 ("the '096 patent), in violation of 35
US C 8§ 271, et seqg. in Count I; (2) unfair conpetition and
fal se designation of origin and fal se and m sl eadi ng
representation in connection with use of a trademark and trade
dress under 15 U. S.C. 8 1125(a) in Count Il; and (3) trademark
and trade dress dilution in violation of 15 U. S.C. § 1125(c) in
Count 111. W previously granted sumrary judgnent in favor of

Nor Fab on Counts Il and Il1l of the conplaint. PBI Perfornmance

Prods. Inc. v. NorFab Corp., 2007 U. S. Dist. LEXI S 58689 (E.D.

Pa. 2007). Now before the court are the notion of NorFab for
summary judgnent in which it asserts that PBlI's '096 patent is
invalid and the cross-notion of PBI for partial summary judgnent
on the ground that its patent is valid. Each party contends that
there are no genuine issues of material fact and that it is

entitled to judgnent as a matter of |aw under Rule 56 of the



Federal Rules of Civil Procedure. Celotex Corp. v. Catrett, 477

U S. 317, 323 (1986).
I .

The undi sputed facts with respect to the '096 patent
are as follows.

PBI is engaged in the research and devel opnent of flane
and thermal resistant textile fabrics. It has devel oped a fabric
which it believes to be particularly suitable for firefighters
turnout gear and has nmarketed that fabric to the fire service,
garnment manufacturers and mlls. This fabric becanme known as PB
MATRI X. In August, 2001, PBI's predecessor in interest, CNA
Hol dings, Inc., filed a patent application for the PBI MATRI X
fabric. On Septenber 23, 2003, the United States Patent and
Trademark O fice ("USPTO') granted the application and issued the
'096 patent for the invention titled "Textile Fabric for the
Quter Shell of a Firefighter's Garnent."

The '096 patent clains a textile fabric consisting of
woven material fromspun yarns and nulti-filament yarns. The
spun yarns are a blend of two staple fibers, the first of which
is selected fromthe group PBI, PBO or nel am ne fornal dehyde, and
the second of which is an aram d polyner. The multi-filanment
yarn includes an aramd filanment. The USPTO Exam ner's May 20,
2003 Notice of Allowance and Notice of Allowability of the '096
patent stated that the novel features of the clained invention
were the weight ratio and the insert ratio of nulti-filament

yarns to spun yarns. The two independent clains of the patent
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recite that the yarns are to be inserted into each other at a
wei ght ratio of 85:15 to 92:8 spun yarn to nmulti-filanment yarn
(Cdaim1l), or an insertion ratio of 1:5 to 1:20 multi-filanment
yarn to spun yarn, approxinmately nine spun yarns for every one
multi-filament yarn (Caim8).* dains 2-7 depend fromCaiml
and Cl ainms 9-15 depend from C ai m 8.

The specification of the '096 patent describes sone of
t he advances in the field of fabric for firefighters' garnents
that had al ready been made and patented. The fabric of the '096
patent included features that were disclosed in this "admtted
prior art." Specifically, "inherently flanme resistant spun yarn
outer shell fabrics (in plain, twill, and rip-stop weaves) were
known and al so outer shell fabrics nade with a conbi nati on of
i nherently flane resistant spun yarns and aramd filanent yarns
were known." Pl.'s Sunm J. Mem at 20. Anong these pre-
existing fabrics, the '096 patent specification references at
| east one outer shell fabric woven fromthe conbination of nulti-
filament yarns and inherently flanme resistant spun yarns, and a
nunber of fabrics containing aramid nmulti-filament yarns and
fabrics containing inherently flanme resistant spun yarns nmade
froma mxture of PBI and aram d fi bers.

Agai nst that background of admtted prior art, the '096

pat ent describes the problemthat was before its inventors.

1. W assune, because PBlI has not suggested otherw se, that the
wei ght of the spun yarns and the nulti-filament yarns used is the
sane.



Those inventors were seeking to design a fabric for the outer
shell of a firefighter's garnment which was |ight weight but had
better tear and abrasion resistance than the products that
al ready existed. The inventors believed, and the USPTO Exam ner
agreed, that the use of nmulti-filanent yarns and spun yarns in
the ratios provided by the '096 patent would result in a fabric
with | ess tear and abrasion resistance.

In 2003, at NorFab's initiative, NorFab and PB
di scussed the possibility of formng a joint venture to nake the
PBI MATRI X fabric. These discussions never bore fruit. Sonetine
thereafter, NorFab began to sell a fabric simlarly suitable for
firefighter's turnout gear called OWI -Elite® PBlI contends that
OWI -Elite® infringes the '096 patent.

PBI filed the instant conplaint on Septenber 9, 2005.
On June 2, 2006, NorFab filed a request in the USPTO for ex parte
reexam nation of the '096 patent. On July 31, 2006, the
undersi gned placed this action in suspense and stayed further
proceedi ngs pendi ng a deci sion by the USPTO whet her to reexam ne
plaintiff's patent. The USPTO granted the request for
reexam nation on Septenber 28, 2006 on the ground that there was
a substantial new question of patentability going to each of the
patent's 15 clains. By order dated January 5, 2007, we granted
PBI's notion to reopen all proceedings in this court. On
March 19, 2007, the USPTO nailed a non-final action in the
reexam nation proceedi ng reconmendi ng that the patent be

resci nded.



1.

Once a patent has issued, each of its clains is
presumed valid. 35 U S.C. § 282. Wen, as here, a party noves
to invalidate a patent at sunmary judgnent, that party nust
submit such clear and convincing evidence of the patent's
invalidity that no reasonable jury could find otherwise. U.S.

Gypsum Co. v. Nat'l Gypsum Co., 74 F.3d 1209, 1212 (Fed. Gr

1996). The validity of a patent nmay be chal |l enged by show ng
that the patent does not nmeet one of the original criteria for
granting a patent. 35 U S.C. § 282. NorFab argues that the '096
patent is invalid because it does not neet the conditions for
patentability that the invention be novel and that its subject
matt er be non-obvious. In support of this contention, NorFab
identifies prior art which the original patent exam ner did not
consider but which in its viewrenders the '096 patent invalid.

In particular, NorFab references the follow ng as
previ ously unconsidered prior art: (1) U S. Patent Nos.
5,447,787 and 5, 482,763 to Shaffer ("Shaffer '787" and "Shaffer
'763," or collectively, "Shaffer patents”); (2) U S. Patent No.
6,562,741 to Lilani ("Lilani '741"); (3) U S. Patent No.
4,985,485 to Montgonery ("Montgonery '485"); and (4) the
"Wl i ngton Sears Handbook of Industrial Textiles ("the
Wel lington Sears treatise”"). W will describe each of these in
turn.

Shaffer patents '787 and ' 763 each describe a |ight-

wei ght, tear-resistant fabric where the background yarns are spun
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yarns, and the reinforcing yarns are preferably a neta-aramd
reinforcing yarn. The fabric is woven in a rip-stop
configuration whereby the reinforcing yarn is inserted into the
background fabric in both the vertical and horizontal directions.
The neta-aram d reinforcing yarns nake up from3 to 15% of the
spun yarns in the background fiber. The illustrations in the
Shaffer patents show the ratio of reinforcing yarns to background
yarns as 1:9. The specifications of the Shaffer patents each
provi de that the fabric described "can be used for nany purposes
i ncludi ng, but not exclusively, tents, tarps, awni ngs, canopies,
mari ne coverings and banners.”

Lilani '741 is cited by NorFab as an exanpl e of one of
the many prior art woven fabrics which is made of thernmal and
heat resistant fibers. The fabric is particularly useful in
firefighter outer shell garments. The patent teaches a nethod of
dyei ng such fabrics in a way that does not danage the fabrics
strength and tear characteristics or affect its thernal
per f or mance.

Montgonmery '485 is directed to a "Corespun Yarn for
Fire Resistant Safety Apparel.” The patent characterizes the
yarn as particularly useful in the production of fire resistant
safety apparel. The yarn has three conponents: a core of high
tenperature resistant fibers; a core wapper of |ow tenperature
resi stant fibers surrounding and covering the core; and an outer

sheath of |ow tenperature resistant fibers surroundi ng and



covering the core wapper. The high tenperature resistant fibers
are aramd fibers or PBI fibers.

Finally, NorFab cites to the Wellington Sears Treatise
to denonstrate that reinforced filanent rip-stop weaves have | ong
been known in the prior art as a means of inproving tear
resistance in fabrics. This is also acknow edged in the prior
art admtted in the '096 patent.

L.

We begin by addressing NorFab's contention that the
'096 patent is invalid because its clainms were obvious under 35
U S C 8§ 103. Section 103 states that:

A patent may not be obtained ... if the

di fferences between the subject matter sought

to be patented and the prior art are such

that the subject matter as a whol e woul d have

been obvious at the tinme the invention was

made to a person having ordinary skill in the

art to which said subject matter pertains.

35 U.S.C. 8 103(a). The determ nation of whether a patent claim
woul d have been obvious in light of prior art is a |egal
concl usi on based upon four factual inquiries:

1) the scope and content of the prior art; 2)

the level of ordinary skill in the art; 3)

the differences between the clainmed invention

and the prior art; and 4) secondary

consi derations of nonobviousness, which in

case lawis often said to include comerci al

success, long-felt but unresol ved need,

failure of others, copying, and unexpected

results.

Ruiz v. A B. Chance Co., 234 F.3d 654, 662-63 (Fed. C r. 2000),

citing Gahamyv. John Deere Co., 383 U S. 1, 17-18 (1966). Wen

as here, the party claimng obviousness relies on a conbination
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of prior art references, it is not sufficient for that party to
nmerely denonstrate that each individual claimof the patent at

i ssue can be found sonmewhere in the prior art. KSR Int'l Co. V.

Teleflex Inc., 127 S. . 1727, 1741 (2007). Instead,

Al t hough comon sense directs one to | ook
with care at a patent application that clains
as innovation the conbination of two known
devi ces according to their established
functions, it can be inportant to identify a
reason that would have pronpted a person of
ordinary skill in the relevant field to
conbine the elenents in the way the clained
new i nventi on does.

Nor Fab mai ntains that the clains of the '096 patent are
obvi ous under either Shaffer '787 or Shaffer '763 in view of:

(1) the admitted prior art in the '096 patent specification; (2)
Lilani '741; (3) Montgonery '485; and (4) the Wellington Sears
treatise. It also asserts that notivation to conbine the

el enents known in the prior art is expressly provided for by each
of the Shaffer patents. |1d.

Bef ore consi dering the question of obviousness, we nust
address PBI's threshol d objection to our consideration of the
Shaffer patents. PBI argues that because the Shaffer patents are
not directed to the outer shell of firefighter's turnout gear,
they are inappropriate for this court to consider. Wen a prior
art reference is alleged to make the cl aimed invention obvi ous,
the prior art must be anal ogous to the clained invention to which

it is being conpared. In re Wod, 599 F.2d 1032, 1036 (C. C P. A

1979). Analogous art is essentially that which a person having
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ordinary skill in the art would reasonably have consulted in
solving the probl em addressed by the clainmed invention. 1d.
Here, PBI argues that a person having ordinary skill in the art
woul d not have consulted the Shaffer patents because those
patents do not relate to any of the follow ng: outer shel
fabric for firefighters' turnout gear, abrasion resistance,
inherently flane resistant spun yarns or the National Fire
Protection Association ("NFPA"') Standard 1971, which sets
guidelines for firefighters' protective gear, including a
requi renent for tear strength. PBlI maintains that a person
having ordinary skill in the art would have di sregarded any prior
art that did not specifically refer to each of these concepts.?

The parties substantially agree as to the description
of a person having ordinary skill in the art for the purposes of
this patent. NorFab suggests that it is any individual who has a

basi ¢ under standi ng of weaving and fabric

design, for exanple, an individual who has at

| east one (1) year experience in working with

textile fabrics and fabric selections, who

has earned an associate's degree in textile

sci ences (or equivalent), or a technician

wi th approximately one (1) year of work

experience in the textile industry.
Def.'s Sunm J. Mem at 27. PBlI agrees, although it would

specify that this person's experience would be with the fabric

used in the outer shell of firefighters' turn out gear rather

2. The court notes that the '096 patent does not itself refer to
NFPA St andard 1971 as such, although it does display the results
of the Standards' tear strength test as performed on the PB
MATRI X fabric.
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than with textile fabric nore generally. For present purposes,
we will accept PBI's narrower fornulation wthout deciding the
guesti on.

I n addressi ng what pieces of prior art such a person
having ordinary skill would have | ooked at in this case, we
follow the framework set out by the Federal Circuit:

The determination that a reference is froma

nonanal ogous art is [] two-fold. First, we

decide if the reference is within the field

of the inventor's endeavor. [If it is not, we

proceed to determ ne whether the reference is

reasonably pertinent to the particul ar

probl em w th which the inventor was invol ved.

In re Wbod, 599 F.2d at 1036.

We begin by | ooking at whether the subject of the
Shaffer patents is in the sane field of endeavor as the PB
MATRI X fabric. PBlI argues that the '096 patent clains a textile
fabric for the outer shell of a firefighter's garnments and that
only patents claimng such a fabric are in the sanme field of
endeavor. NorFab disagrees. It maintains that the clains of the
'096 patent are not |imted to fabric used for firefighters
garnents and submts that a patent directed to any "textile
fabric" may properly be considered as prior art. The
construction of patent clains is a question of |aw to be deci ded

by the court. Markman v. Westview Instrunents, 517 U. S. 370, 384
(1996) .

The '096 patent clainms reference a "textile fabric."
They do not contain any express |imtations of that termand do

not limt the use of the fabric to the outer shell of
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firefighters' garnents. Wen a claimtermis disputed, courts
are first to give that termthe "ordi nary and custonary neani ng"
that a person having ordinary skill in the art woul d have.

Phillips v. AWH Corp., 415 F.3d 1303, 1312-13 (Fed. Cr. 2005)

(en banc). Here, it is clear that no person with ordinary skil
in the art of any textile fabric would ever understand the
generic term"textile fabric" to mean "fabric for the outer shel
of firefighter's turnout gear." Indeed, PBlI does not contend
that "textile fabric" actually refers to sonething other than its
wi del y accept ed neani ng.

Nonet hel ess, PBI urges the court to read such a
l[imtation into the patent's claimbased on the information
provided in the patent's specification. W decline to do so.
The Federal Circuit has recognized a "distinction between using
the specification to interpret the neaning of a claimand
inmporting limtations fromthe specification into the claim"”
Phillips, 415 F.3d at 1323. When, as here, the neaning of a
claimis clear, we do not need the guidance of the specification

tointerpret it. 1d., see also Liebel-FlarsheimCo. v. Medrad,

Inc., 358 F.3d 898 (Fed. Cir. 2004). This is not a situation
where the specification explicitly defines the inventor's

i di osyncratic usage of the disputed term or where the
specification contains an express disclainer, or disavowal, of
cl ai m scope by the inventor. Phillips, 415 F.3d at 1316.

| nstead, the specification of the '096 patent concludes by

saying: "The present invention nmade [sic] be enbodied in other
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forms without departing fromthe spirit and the central

attri butes thereof and, accordingly, reference should be nmade to
t he appended clains, rather than to the foregoing specification,
as indicated [by] the scope of the invention."

To summarize, the '096 patent clains a "textile fabric”
without Iimtation. The Shaffer patents for "Reinforced Fabric"
and "Light Weight Tear Resistant Fabric,"” are within the sane
field of endeavor as the '096 patent.® W note in this regard
that the Shaffer patents, |like the patent at issue here, describe
fabrics to be used outdoors and under potentially harsh and
i ntense conditions. Thus, a person having ordinary skill in the
art woul d reasonably have consulted the Shaffer patents as being
anal ogous prior art within the sanme field of endeavor, and we
will consider themin our analysis of obviousness under 35 U.S. C
§ 103.

Havi ng di sposed of PBI's threshold objection to our
consi deration of the Shaffer patents, we turn to NorFab's
argunents that the clains of the '096 patent are obvi ous under

either Shaffer '787 or Shaffer '763 in viewof: (1) the admtted

3. Moreover, we are instructed to consider prior art outside the
field of endeavor if it addresses the sanme problem as the clained
invention. |In re Wod, 599 F.2d at 1036. As noted above, the
specific problem addressed in the '096 patent was to design a
textile fabric for firefighter's turnout gear that was

I i ghtwei ght and had i nproved tear and abrasion resistance over
existing fabrics. The Shaffer patents clearly address the sane
problem They al so concern a lightweight fabric that was tear
and abrasion resistant. They would be consi dered anal ogous pri or
art even if we were to conclude that the Shaffer patents were not
in the sane field of endeavor as the '096 patent.
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prior art in the '096 patent specification; (2) Lilani '741; (3)
Mont gonmery ' 485; and (4) the Wellington Sears treatise. W are
to consider: 1) the scope and content of the prior art; 2) the
| evel of ordinary skill in the art; 3) the differences between
the clained invention and the prior art; and 4) secondary

consi derati ons of nonobvi ousness. Ruiz, 234 F.3d at 662-63.

We begin by considering the conbination of the Shaffer
patents and the prior art admtted in the '096 patent. As we
have previously noted, the admtted prior art discloses fabrics
for the outer shell for firefighters' turnout gear which were
woven frominherently flanme resistant spun yarns in plain, twll
or rip-stop weaves. This includes at |east one outer shel
fabric woven fromthe conbination of nmulti-filament yarns and
inherently flanme resistant spun yarns. Also disclosed by the
admtted prior art in the '096 patent are fabrics containing
aramd multi-filament yarns and fabrics containing inherently
flame resistant spun yarns made froma m xture of PBI and aram d
fibers. The Shaffer patents, described in nore detail above, are
each directed to a light-weight, tear-resistant fabric for
out door use achi eved by using a woven background of spun yarns
and inserting nulti-filament aram d yarns at a | ower percentage.
The insertion of the nulti-filament aramd yarns is at every
tenth end and pick, falling into a 1:9 ratio of multi-filanment to
spun yarns.

Next, we turn to the differences between the clained

invention and the prior art as just described. PBI's intention
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in creating the fabric of the '096 patent was to inprove the
tear- and abrasion-resi stance of the existing fabrics used for
firefighters' turnout gear. PBI clainms to have done this by
creating a fabric for the outer shell of firefighters' turnout
gear that included a woven fabric of: (1) inherently flane

resi stant spun yarns having a PBlI, PBO or nel am ne formal dehyde
pol ymer and an aram d polyner; and (2) aramd multi-filanment
yarns; (3) inserted at either a weight ratio of 85:15 to 92:8
spun yarn to nmulti-filanment yarn, or an insertion ratio of 1.5 to
1:20 multi-filament yarn to spun yarn, with the preferred ratios
being 90:10 and 1:9, respectively. The prior art admtted in the
' 096 patent teaches a woven textile fabric containing both the
spun and multi-filanment yarns used by PBlI in the '096 patent.

| ndeed, the patent exam ner recognized that the only feature of
the '096 patent which was not found in the prior art was the
clainmed weight ratio and insert ratio of the nulti-filanment to
the spun yarns. Both Shaffer '787 and Shaffer '763 teach a woven
textile fabric where a background fabric is inserted with multi-
filament aramd fibers in a ratio of 1:9 nulti-filanment aram d
yarns to spun yarns. This ratio falls squarely within that
claimed in the '096 patent, and indeed, is the exact enbodi nment
of the preferred ratio as stated in the '096 patent's
specification. In an attached appendi x, we provide claimcharts
created by NorFab, which provide a detail ed side-by-side

conparison of the clainms of the '096 patent and the prior art.
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These charts confirmthat each claimof the '096 patent can be
found in either the Shaffer patents or the admtted prior art.

As expl ained recently by the Supreme Court, "when a
patent sinply arranges old elenents with each perform ng the sane
function it had been known to perform and yields no nore than one
woul d expect from such an arrangenent, the conbination is

obvious." KSR, 127 S. C. at 1740, citing Sakraida v. Ag Pro,

Inc., 425 U.S. 273 (1976) (internal quotations omtted). It is
plain that a conmbination of the prior art admtted in the '096
patent and either of the two Shaffer patents would nake the
fabric taught in the '096 patent obvious. Essentially, the
fabric of the '096 patent uses the weave construction descri bed
in the Shaffer patents but substitutes inherently flane resistant
fibers which were well known in the firefighters' garnent

i ndustry as the background fi bers of the fabric.

Havi ng concl uded that each claimof the '096 patent is
found el sewhere in the prior art, we also consider the |evel of
ordinary skill in the art. Ruiz, 234 F.3d at 662-63. As noted
above, we have adopted PBI's definition for the purposes of
present analysis. According to PBlI, a person having ordinary
skill in the art is one having a basic understandi ng of weaving
and fabric design with at |east one year's experience working
with the fabric used in the outer shell of firefighters' turn out
gear. In the court's view, it is undisputed that it would be
within the skill of such a person to apply the technol ogy of the

Shaffer patents to the prior art admtted in the '096 patent. W
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hol d that the conbination of the Shaffer patents with the
admtted prior art renders the clains of the '096 patent obvious
under 35 U. S.C. § 103.*

PBI focuses its objection to our consideration of the
Shaffer patents on the ground that there is no notivation to
conbi ne the Shaffer patents with the admtted prior art. Wen,
as here, the party claimng obviousness relies on a conbination
of prior art references, that party should "identify a reason
t hat woul d have pronpted a person of ordinary skill in the
relevant field to conbine the elenments in the way the clai ned new
invention does."”™ KSR, 127 S. C. 1741. PBI points out that the
Shaffer patents do not nention outer shell fabrics for
firefighter's turnout gear, and the fabric claimed in the Shaffer
patents is not inherently suitable for firefighters' gear. For
t hese reasons, PBlI asserts that there would be no reason for the
inventors of the '096 patent to consider the Shaffer patents
teachings. W disagree and think that PBI | ooks too narrowy at
t he question of notivation to conbine.

In KSR, the Suprene Court addressed at |ength the
requi renent of a "teaching, suggestion or notivation” to conbi ne
existing prior art ("TSMtest"). |d. The Suprene Court rejected
the Federal Circuit's rigid application of the TSMtest in favor

of an expansive and fl exi bl e approach based on commobn sense. 1d.

4. W do not reach, nor do we need to, NorFab's argunents
regardi ng the conbi nation of the Shaffer patents with Lilani
' 741, Montgonery '485, or the Wellington Sears treatise.
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at 1739. In performng its review, a court is not limted to
considering "published articles and the explicit content of
i ssued patents.” |d. at 1741. Instead, "a court can take
account of the inferences and creative steps that a person of
ordinary skill in the art would enpl oy"” in determ ning whether
such a person would have a notivation to conbi ne teachings of
prior art. |d.

The Suprene Court explained in KSR that:

if a technique has been used to inprove one

device, and a person of ordinary skill in the

art would recognize that it would inprove

simlar devices in the sane way, using the

techni que is obvious unless its actual

application is beyond his or her skil

[ A] court must ask whether the inprovenent is

nore than the predictable use of prior art

el enents according to their established

functions.
ld. at 1740. Further, "any need or problemknown in the field of
endeavor at the tinme of invention and addressed by the patent can
provi de a reason for conbining the elenents in the manner
clainmed.” |1d. at 1742. This includes, but is not Iimted to,
the particular problemthe inventors of the patent in question
were attenpting to solve. |d.

We hold that there was clear notivation to conbine the
Shaffer patents with the admtted prior art of the '096 patent.
First, by incorporating the fabric design described in the
Shaffer patents into the pre-existing technol ogy used for

firefighters' turnout gear, the inventors of the '096 patent were

nmerely incorporating a predictable use of prior art elenents
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according to their established functions. Very sinply, the
techni ques of the Shaffer patents were incorporated into the pre-
existing fabrics used in firefighters' outerwear in the sane
manner as they were used in the Shaffer patents, and with the
sanme benefits. Neither the admtted prior art nor the tear- and
abr asi on-reduction techni ques of the Shaffer patents functioned
any differently when conbined in the '096 patent than they had
functioned in their previously docunented uses in durable outdoor
products such as tents and narine coveri ngs.

Second, notivation to conbine the admtted prior art
with the Shaffer patents arises fromthe fact that each of the
Shaffer patents sought to solve the sane problemas the inventors
of the fabric in the '096 patent; nanely, each sought to create a
light-weight, tear-resistant fabric. The Shaffer patents, like
the patent at issue, were concerned with the durability of fabric
to be used outdoors and sonetines under severe conditions. The
Shaffer patents' solution to the durability problemwas the use
of a woven background of spun yarns with multi-filanment aramd
yarns inserted at a | ower percentage. Although PBI conpl ains
that the Shaffer patents did not use a background material with
inherently fire-resistant threads, it is clear that the Shaffer
patents explicitly notivate others to apply their basic advances
in other types of fabric. Shaffer '787 provides that "the
background fabric can be of any weave appropriate and practi cal
for the contenplated use.” Simlarly, Shaffer '763 states that

"the background fabric can be of any construction appropriate and
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practical for the contenplated use including fabrics that are
knitted as well as woven."

Mor eover, the inprovenents resulting froma conbination
of the Shaffer patents with the admtted prior art would have
been easily recogni zable to a person of ordinary skill in the
art. As the Suprenme Court said in KSR

When there is a design need or market

pressure to solve a problemand there are a
finite nunber of identified, predictable

solutions, a person of ordinary skill has
good reason to pursue the known options
within his or her technical grasp. |If this

| eads to the anticipated success, it is

Iikely the product not of innovation but of

ordinary skill and conmon sense.

KSR at 1742. The problemthe inventors of the '096 patent were
i nvestigating had already been identified and sol ved by the
techni ques described in the Shaffer patents. The '096 patent
incorporated the multi-filanment rip-stop yarns of Shaffer '787 or
Shaffer '763 exactly as they were described in Shaffer. Like the
adj ust abl e pedal assenbly at issue in KSR, this case involves
only "the sinple substitution of one known el enent for another or
the nere application of a known technique to a piece of prior art
ready for the inprovenent."

| V.

Nor Fab al so contends that the '096 patent is invalid
because it was anticipated pursuant to 35 U S.C. § 102(b). That
statute provides:

A person shall be entitled to a patent unless

the invention was patented or descri bed
in a printed publication in this or a foreign
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country or in public use or on sale in this

country, nore than one year prior to the date

of the application for patent in the United

States|[.]
35 U.S.C. 8 102. NorFab maintains that Clains 1-8 and 12-15 of
the '096 patent were anticipated under either Shaffer '787 or
Shaffer '763. Because we hold that the prior art renders each of
the clains of the '096 invalid, we do not reach NorFab's
argunent s regardi ng anti ci pati on.

V.

In sum we hold that the conbination of the Shaffer
patents with the admtted prior art renders the clains of the
' 096 patent obvious under 35 U . S.C. § 103, and that there existed
a teaching, suggestion or notivation to conbine those two

el enents by a person having ordinary skill in the art. The '096

patent is thus invalid.
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IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

PBI PERFORMANCE PRODUCTS, I NC. ClVIL ACTI ON
. )
NORFAB CORPORATI ON : NO. 05-4836
ORDER

AND NOW this 29th day of August, 2007, for the reasons
set forth in the acconpanyi ng Menorandum it is hereby ORDERED
t hat :

(1) the notion of defendant NorFab Corporation for
sumary judgnent invalidating U S. Patent No. 6,624,096 (Docket
No. 61) is GRANTED

(2) the notion of plaintiff PBI Performance Products,
Inc. for partial sunmary judgnent upholding the validity of the
'096 patent is (Docket No. 81) is DEN ED;, and

(3) judgnent is entered in favor of defendant NorFab
Cor poration and against plaintiff PBlI Perfornmance Products, Inc.
with respect to Count | of plaintiff's conplaint.

BY THE COURT:

[s/ Harvey Bartle 11

C. J.



